
STOP 



Early Journal Content on JSTOR, Free to Anyone in the World 

This article is one of nearly 500,000 scholarly works digitized and made freely available to everyone in 
the world by JSTOR. 

Known as the Early Journal Content, this set of works include research articles, news, letters, and other 
writings published in more than 200 of the oldest leading academic journals. The works date from the 
mid-seventeenth to the early twentieth centuries. 

We encourage people to read and share the Early Journal Content openly and to tell others that this 
resource exists. People may post this content online or redistribute in any way for non-commercial 
purposes. 

Read more about Early Journal Content at http://about.jstor.org/participate-jstor/individuals/early- 
journal-content . 



JSTOR is a digital library of academic journals, books, and primary source objects. JSTOR helps people 
discover, use, and build upon a wide range of content through a powerful research and teaching 
platform, and preserves this content for future generations. JSTOR is part of ITHAKA, a not-for-profit 
organization that also includes Ithaka S+R and Portico. For more information about JSTOR, please 
contact support@jstor.org. 



588 SHERWOOD v. ANDREWS. 

the will to the commission of the offence." Therefore, the penal 
act in question, " relative to the Pittsburgh and Connellsville Rail- 
road Company," Penn. Acts 1863, No. 914, was a usurpation of 
power properly belonging to the judiciary, and was unconstitu- 
tional and inoperative. Its recitals of alleged facts of misuse 
and abuse concluded nobody, and were wholly ineffectual. If 
this be true, so much of the 1st section of that act as undertook 
to provide for the appraisement and valuation of the expenditures 
of this company upon its lines of railroad southwardly and east- 
wardly of Connellsville was without any effect whatever ; and the 
provision in the same section, vesting in the purchaser of such 
appraised work the right to use it, was equally nugatory. 

It follows that the Act of 1864, No. 914, incorporating the 
Connellsville and Southern Pennsylvania Railroad Company, is 
wholly inoperative, in so far as it grants to that company any of 
the existing rights and franchises of the Pittsburgh and Connells- 
ville Railroad Company. 

The Pittsburgh and Connellsville Railroad Company had, at the 
time of the passage of that act, a vested right to choose a route 
for its road ; and the state of Pennsylvania could not take this 
away by any legislative act, unless the charter of the company 
had been, in whole or in part, forfeited by a proper judicial pro- 
ceeding : Canal Company v. Railroad Company, 4 Gr. & J. 144, 
145, 150 ; Regents of University of Maryland v. Williams, 9 
G. & J. 409, 410, 412. 



RECENT AMERICAN DECISIONS. 

Superior Court of Chicago. 
GEORGE SHERWOOD ET AL. v. ALFRED H. ANDREWS ET AL. 

A trade-mark, which is merely descriptive of the kind of articles or goods to 
which it is applied, is not a trade-mark in a legal sense, and is not entitled to pro- 
tection as such. 

A trade-mark, to entitle an assignee to protection in its exclusive use, must 
indicate by appropriate words, as "executor," "assignee," or "successor," his 
relation to the original proprietor. 

The trade-mark of a defunct corporation does not descend to the stockholders 
at the time of its dissolution. 
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Bill for Injunction. 

The opinion of the Court was delivered by 

Wilson, C. J. — The relief sought in this case is a perpetual 
injunction against the defendants, restraining them from using 
upon their goods and packages the words "Holbrook" or "Hol- 
brooks," which the complainants claim as their trade-marks. It 
appears from the evidence that the articles known as the " Hol- 
brook School Apparatus" were originated substantially in their 
present forms by Josiah Holbrook, who commenced their manu- 
facture in the year 1828 at West Boylston, Massachusetts, and 
in Boston in 1829. That the articles were not new, but were 
simplified in construction and designed to illustrate in common 
schools subjects which had been taught in colleges and higher 
schools by the use of more expensive apparatus. Between the 
years 1829 and 1844 Josiah Holbrook established other manufac- 
tories of the apparatus at Baltimore, Philadelphia, and New 
York. It does not appear, however, that he had anything to do 
with manufacturing after the year 1844, though he lived until 
the year 1853. One Murdock, who was employed by Josiah 
Holbrook at West Boylston, has been since engaged in the manu- 
facture of the said apparatus at that place from the year 1829 
until this time, and has always advertised and sold the articles as 
" Holbrook's Apparatus." N. B. Chamberlain, who succeeded 
Josiah Holbrook in the Boston manufactory, for several years 
manufactured the apparatus under the name of " Holbrook's Ap- 
paratus," and he and his sons have continued until now to manu- 
facture the same articles. During the same period a firm in 
Worcester, Mass., manufactured the same articles by the same 
names. Some parties, also, in Western New York made the 
apparatus by the same name during the same period. Dwight 
Holbrook, son of Josiah Holbrook, commenced the manufacture 
of the apparatus at Berea, Ohio, in 1844, and continued manufac- 
turing largely at that place until some time in the year 1852. 
In 1846 some of Dwight Holbrook's workmen established a manu- 
factory at Olmstead, Ohio, and manufactured the same articles. 
Dwight Holbrook, previous to 1852, made more than $100,000 
worth of apparatus, and the same became generally known as 
"Holbrook's Apparatus," both in the United States and in 
Canada. The witness, Rolph, states that the apparatus was as 
well known by the name of " Holbrook's Apparatus," as " Web- 
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ster's Spelling Book" was by that name. In 1852 Dwight Hol- 
brook was instrumental in procuring the organization of a stock 
company, under the general laws of Connecticut, called the 
"Holbrook School Apparatus Company," owning at the time of 
its organization two-fifths of its stock. This company immediately 
commenced the manufacture of the apparatus, Dwight Holbrook 
superintending the business. After June 1859, the company 
did not carry on the manufacture but employed Holbrook to 
manufacture under contracts made from time to time with the 
company, up to January 1st 1865. The complainants, as indi- 
viduals, or as a firm, in March 1865, became the owners of all 
the stock in said company and soon after procured a dissolution, 
and removed a portion of the tools and machinery to Chicago, 
and sold a portion of the tools and machinery to Dwight Hol- 
brook. This sale and removal was made about the middle of 
April last. It also appears that all the individuals named a3 
having made the apparatus called it " Holbrook's Apparatus," 
and by that name it became extensively known, used, and adver- 
tised. Labels containing the word " Holbrook" were used on 
some of the articles and on boxes containing the same as early 
as April 1831. In 1852, neither Dwight Holbrook nor the 
company claimed the word "Holbrook" or "Holbrooks" as a 
trade-mark, as testified by Boardman, the first secretary of the 
company. It is not a little remarkable that the articles sold by 
the defendants previous to May last, and upon which the marks 
are placed, are made by Dwight Holbrook, a son of the Holbrook 
who first made the articles and used the marks, and that the 
same Dwight Holbrook superintended the manufacture, or made 
under contract with the company all the articles made by the 
" Holbrook School Apparatus Company," from which the com- 
plainants claim to have derived their right of the exclusive use 
of these words as trade-marks. 'All the witnesses but one state 
that the words " Holbrook" and " Holbrooks" were merely 
descriptive of a class of articles used in schools to- illustrate 
astronomy, geography, and geometry, first introduced to public 
notice by Josiah Holbrook, and that the words were not used to 
indicate that the articles were manufactured by any particular 
person. This statement of the witnesses is doubtless correct for 
many years past, and I have as little doubt that the other witness 
is correct in relation to several years after the first introduction 
by Josiah Holbrook, in saying that the words did indicate the 
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manufacturer. From the facts stated it could hardly be other- 
wise, inasmuch as Holbrook first manufactured them and gave 
his name to them, and so marked the packages. It does not ap- 
pear that Josiah Holbrook during his life claimed these words as 
trade-marks, but, on the other hand, others, with his knowledge, 
manufactured the same articles under these names, and so far as 
appears, without objection from him. It is clear that if any one 
was entitled to claim these words as trade-marks, it was Josiah 
Holbrook. He having failed to claim it, or even to assign it, so 
far as appears, and the names having been applied as a general 
designation of the articles manufactured by different persons in 
different places for twenty years before the complainants or the, 
company used the names : the case upon this point is directly 
within the principle decided in the cases of Singleton v. Bolton, 
3 Doug. 393 ; Canham v. Jones, 2 Vesey & Bea. 218 ; Thomp- 
son v. Winchester, 19 Pick. 214. In all these cases the articles 
were first manufactured by the person who named them, and first 
applied the names to the articles respectively as in this case, and 
the mark, as in this case, included in some form the surname of 
the person who first manufactured the article, thus : " Dr. John- 
son's Yellow Ointment ;" " Velno's Vegetable Syrup ;" " Thomp- 
sonian Medicine." Relief was refused in equity, and the plain- 
tiffs failed to recover at law because the names had by use 
become generic — merely descriptive of the kind of articles to 
which they were applied, without reference to any particular 
manufacturer. So, in the present case, the name of " Holbrook" 
and " Holbrooks," as applied to school apparatus, had become 
generic, and descriptive merely of the class of articles manufac- 
tured to elucidate astronomy, geography, and geometry in 
schools. 

But it is said that during the existence of the company there 
is no evidence that any others than the company used these 
marks, and that the company had a right to, and did adopt these 
marks, and use them, connected with the articles so manufactured 
by the company. Assuming this to be true, how are the com- 
plainants benefited by the admission ? The admission, in order 
to aid the complainants, necessitates the following positions, 
which are assumed and insisted on by the complainants : — That 
the company not only had, at the time of the dissolution, the 
exclusive right to use these marks as trade-marks, but that by 
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that dissolution the right vested in the complainants as part of 
the good-will of the defunct corporation. This right of heirship 
is predicated upon the fact that the complainants, either individu- 
ally or as partners at the time of the dissolution of the company, 
had acquired title to and owned all the stock of the company ; 
and upon the farther fact that they retained a portion of the tools 
formerly used by the company. No case has been cited estab- 
lishing the doctrine that the good-will of a defunct corporation 
descends to the late stockholders, or that the right of the exclu- 
sive use of the trade-mark of such corporation survives. But it 
is said, by analogy to the doctrine of assignment and descent, 
as established by the cases of Croft v. Day, Lewis v. Langdon, 
Eddleston v. Vick, the complainants should be protected as 
assignees by operation of law. When I consider the general 
understanding of the profession in relation to the doctrine 
assumed to be established by these cases, I cannot say I am sur- 
prised at the position assumed by the counsel in the case, nor am 
I prepared to say that the relief sought in this case is not as 
much in harmony with the well-established principles governing 
the class of cases in relation to the original proprietors of trade- 
marks and the general principles of equity jurisprudence as the 
supposed doctrine of the cases cited. The case of Croft v. Day, 
7 Beav. 84, decided by Lord Langdale, Master of the Rolls, has 
no bearing on the question of the right of the executor of the 
proprietor of a trade-mark to be protected by injunction in its 
exclusive use. The Master of the Rolls says expressly, " My 
decision does not depend on any peculiar or exclusive right that 
the complainants (the executors of Day) have to use the names of 
' Day and Martin,' but upon the fact of the defendant using these 
names in connection with circumstances, and in a manner calcu- 
lated to mislead the public, and enable the defendant to obtain, 
at the expense of Day's estate, a benefit for himself to which he 
is not in fair and honest dealing entitled." The case of Lewis 
v. Langdon, 1 Simons 421, instead of favoring the doctrine of 
transfer of the right to use a trade-mark, merely decides that the 
right to use a partnership-name survives to the survivor or sur- 
vivors on the death of the partner. A proposition somewhat diffi- 
cult to maintain upon principle, I apprehend. The injunction in 
that case was doubtless properly granted upon the facts stated in 
the bill. The complainants were not using the name of Blackman 
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& Langdon — the original firm-name — but claimed to be successors 
of Blackman & Langdon, which was true. The defendants were 
doing business under the name of Blackman and Langdon, both 
of whom were dead. This use of the firm-name in the same busi- 
ness was a fraud on the public, and an injury to the complain- 
ants, by inducing persons to believe that the firm was still in 
existence, and thus obtaining the advantage of their reputation 
as manufacturers, and depriving the complainants of the benefits 
they might justly derive from being as they were, and claimed 
to be, the successors of the firm of Blackman & Langdon. 

The case of Uddleston v. Viek, 23 Eng. L. & R. Rep. 51, is 
cited as sustaining the position that a purchaser of the machinery 
and stock of a bankrupt manufacturer acquires the right to use the 
names and labels of the bankrupt on his manufactures. Vice- 
Chancellor Wood, in his opinion, says that " the complainants in 
that case are justified in using the name of the old firm." He 
places the right to the exclusive use of the engravings upon the 
wrappers and interior sheets, in which the pins were enclosed, 
upon the fact of the purchase of the plates from the assignees in 
bankruptcy, and the use of them by the complainant for eleven 
years, but says, " the complainants obtained the right of property 
in the use of .the engravings by use alone." It is apparent, from 
the statement of the facts of the case, that the engravings alone, 
without the name of " Taylor & Co.," were not trade-marks in 
the legal sense, as they gave no information in relation to the 
person who manufactured the pins even when used by the original 
firm, and when used by the complainant in connection with 
" Taylor & Co.," it gave false information, inasmuch as they were 
not manufactured by " Taylor & Co." These cases, and Hoyne 
v. Hoyt, 10 London Jur. R. 106, are cited by Mr. Upton, in his 
able treatise on the law of trade-marks, to sanction the position 
that " protection in the exclusive use of trade-marks may be 
acquired by operation of law, as well as by transfer of the right 
to manufacture and sell." (Upton on Trade-Marks, page 80.) 
This statement of Mr. Upton may be said to embody the general 
impression of the profession upon this question. 

It is to be regretted that the courts have not in all cases con- 
formed to the principles by which they profess to be governed, 
but have, in one case at least, sanctioned and encouraged frauds 
and impositions which they assume to prevent. I refer to the 
Vol. XIV.— 38 
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case of Eddleston v. Vich (before referred to), and Croft v. Day, 
and Lewis v. Langdon, so far as they are assumed to sanction 
the doctrine that the legal representatives of deceased persons 
and assignees in bankruptcy and by contract are to be protected 
in the exclusive use of the trade-marks of those they represent. 

It is apparent, from the simple statement of the rule, that it 
violates every principle, so far as the public is concerned, upon 
which the exclusive use of a trade-mark is based. A man is 
entitled to be protected in the exclusive use of a trade-mark, 
because it designates the goods which he manufactures and sells, 
and because he is justly entitled to all profits and advantages 
accruing by reason of his integrity and skill as a manufacturer 
or merchant, and because the use of such a trade-mark by another 
deprives him of these profits and advantages, and is a fraud upon 
him and an imposition upon the public, being designed and 
intended to induce the public to purchase the goods as the goods 
originally made or owned by the party first adopting such trade 
marks. Upon this ground, the courts enjoin, in behalf of the 
party first appropriating the trade-mark, all persons using the 
same marks or colorable imitations calculated to deceive the 
public : The Collins Company v. Cowen, 3 Kay & Johns. 428 ; 
Morrison v. Salmon, 2 M. & G. 385 ; Day v. Binning, 1 Coop. 
Ch. R, 489 ; Amoskeag Manufacturing Company v. Speer, 2 
Lan. Sup. C. C. 599 ; Stokes v. Landgraf, 17 Barb. 608. 

But in the case of assignments by the rule adopted in these 
cases, as contended by the complainant's counsel, they in fact 
sanction and license, in the assignees and purchaser, the very 
fraud and imposition which they so strongly reprobate and enjoin 
when perpetrated by another person than the purchaser or 
assignee ; in other words, the courts will enjoin a party from com- 
mitting a fraud or holding out false colors to deceive the public 
unless he pays for the privilege. In that case, the court protects 
him by injunction in the exclusive privilege of deceiving the 
public by putting on his goods a mark indicating that the goods 
were made or originally owned by a man long since dead, and 
whose very name, perchance, would have been forgotten but for 
the lying trade-mark used by one who has neither his skill as a 
manufacturer nor his honesty as a man of business, but in both 
particulars is the opposite of the original proprietor. " To be a 
trade-mark," say the courts, " it must indicate who owned or 
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made the article on which it is placed. If this is not done, it is 
not entitled to protection as a trade-mark, because the party could 
not, in such a case, be injured in his business by the adoption 
of the same mark by others." 

All who use trade-marks, indicating that the articles were 
originally manufactured or owned by others, are practising an 
imposition upon the public. Every assignee and purchaser, who 
uses the trade-mark of the original proprietor, without indicating 
that he is the assignee or purchaser, is in this position ; and thus 
an article which, by reason of the skill and integrity of the origi- 
nal proprietor, has justly acquired a reputation which insures the 
sale of the article at a large profit, is, by the aid of the courts, 
permitted to be adulterated and sold, by some dishonest assignee 
of the trade-mark, as made by the original owner. Thus the 
public, which the courts are so zealous to protect against the 
fraud and impositions of one class, are handed over to the tender 
mercies of a more dangerous class, with the license and exclusive 
indorsement of a court of equity ; and the confiding public pay 
an extra price for a mixture of chalk, lime, and lead, labelled 
"A. B. Pure White Lead," or for a mixture of Indian meal, 
turmeric, and mustard, labelled " C. D. Pure Mustard." By what 
process the assignees and legal representatives of a manufacturer 
or trader are inoculated so as to have the skill and integrity of the 
original owners of the trade-mark transferred to them, is not dis- 
closed. As there is no American case, so far as I am advised, which 
sanctions this doctrine, even admitting that the English cases cited 
decide all that is claimed, they are entitled to and will receive no 
more respect than is due to them as exponents of equitable prin- 
ciples. Until it can be shown that skill and integrity can be 
transferred bodily from man to man, or descend, like goods and 
chattels, to legal representatives, I shall most emphatically repu- 
diate the authority of cases that are not only not in harmony with 
equitable principles, but are in direct conflict with those principles 
as applied to the same subject by the same courts. In the able 
treatise of Mr. Upton on Trade-Marks, before referred to, refer- 
ence is made to the case of Compeer v. Bajou et al., decided by 
the Tribunal of Commerce of Paris, and affirmed on appeal by the 
Imperial Court of Appeals, in 1854. A translation is there given 
of the judgment and decree affirming it. (See Upton on Trade- 
Marks, p. 71.) This case seems to be an authority for the doc- 
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trine that an assignee of a trade-mark may use it without using 
any words to indicate in what relation or capacity he is using it. 
That one man may use the name or trade-mark of another with 
his authority and consent, is a proposition no one would dispute ; 
but that he may use either in such a manner as to import false- 
hood by which the public may be imposed upon and defrauded, is 
another question, and it, I apprehend, will receive a different 
answer, at least from American courts. 

From the statement of the case, it appears that, by contract 
between Bajou and Morel, the assignor of the complainant, Com- 
peer, Bajou sold the machinery and stock used in carrying on 
the business of glove-making, and the good- will of the business in 
express terms, and agreed that " Morel, exclusively of all other 
persons, might carry on the business, designating himself as suc- 
cessor to Bajou, and stamp his gloves with Bajou's manufacturer's 
mark, a facsimile of his signature." Whether Morel and Com- 
peer used the trade-mark of Bajou in connection with other words 
importing they were successors of Bajou, according to the con- 
tract, does not appear. The fair inference, perhaps, from the 
judgment and decree, is that they did not. If they merely put 
on the name of Bajou, it was simply an imposition on the public, 
deliberately practised by Compeer, and, it would seem, specially 
for the benefit of his American customers. 

The judgment recites that " from information the tribunal had 
collected, Bajou's name as a mark was an indispensable auxiliary 
for insuring the sale, especially in America ;" that is, as the 
Americans bought gloves with Bajou's stamp on them, at high 
prices on account of the reputation he had acquired for skill and 
integrity in their manufacture, and as the gloves could not be 
sold if the real manufacturer put on a stamp indicating the fact, 
therefore the court sanctions the imposition. This may be com- 
mercial morality in France, but can hardly commend itself as 
authority in American courts. 

How this decision can be reconciled with the principle of the 
provision of the Commercial Code of France, which provides that 
" the names of the associates can alone constitute a firm name," 
is not for this court, but for the Tribunal of Commerce, and those 
maintaining the correctness of this decision, to do. I am unable 
to discover any distinction in morals between the act of a party 
who uses a firm name which is calculated to give a false impres- 
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sion to the public, and the act of a party who does the same thing 
by a trade-mark. It is no hardship to require an executor, who 
carries on the business of the testator, to indicate the fact in his 
trade-mark, and so of assignee in bankruptcy or otherwise. Nor 
can I understand upon what principle the legal representative or 
assignee of a party is any more entitled to the aid of a court in 
practising imposition on the public, than the man who is an 
original genius, and resorts to that mode of doing business from 
a natural impulse. Certainly a court that insists upon honesty 
and truthfulness in the suitors who seek its protection against the 
dishonest practices of others, cannot consistently with its princi- 
ples aid a party who proposes to sail by its indorsement under 
false colors : and such has been the uniform decision of the courts 
in this class of cases as to the original proprietors of trade-marks : 
Pidding v. How, 8 Simons 477 ; Perry v. Trufet, 6 Beav. 66 ; 
Fetridge v. Wells, 4 Abb. Pr. R. 144 ; Partridge v. Menclc, 
How. App. Cases 547. 

Although there is no case in the English or American courts, 
so far as I am advised, directly deciding the question in harmony 
with the position I have assumed, yet there is one case at least 
where the court has recognised and acted upon the principle that 
" the assignee of a trade-mark has no special privilege of deceiv- 
ing the public even for its own benefit." This is the language 
used by Justice Gardner, in delivering an opinion of the Court 
of Appeals of New York, in the case of Partridge v. Menck, 
How. App. Cases 547. And he places the refusal to grant the 
relief in that case distinctly upon the ground that the complain- 
ant had no standing in a court of equity, because the mark, 
instead of indicating the manufacturer, was false, in that it was 
the name of his assignor who sold him his secret, and authorized 
the use of his name as a mark. This was a case where it was 
conceded that, as a matter of fact, the article was as good as that 
made by the assignor, and that neither the original manufacturer 
nor the public were in fact defrauded. Upon this case I might 
safely rely as entitled to more weight than the cases cited to 
sanction the opposite doctrine. The profession, in their anxiety 
to make the law subserve the wishes of their clients, have given 
to the cases which seem to favor the opposite doctrine a scope 
and importance to which they are not entitled. And the maxim, 
stare decisis, frequently induces courts blindly to follow a case 
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which is supposed to decide a legal proposition, without examin- 
ing the grounds upon which the proposition is based. The maxim 
is doubtless a salutary rule in that large class of cases where it 
is more important that a rule should be established than that any 
particular rule should be adopted. But when a proposition, 
announced as law, violates first principles, no number of repeti- 
tions, by the same or other courts, make it an authoritative rule. 
In this case the most favorable aspect is, that the complainants 
are the legal representatives of the Holbrook Manufacturing 
Company by operation of law, and as in this aspect it is a case 
of first impression, even if I could sanction the doctrine of assign- 
ments to the extent sustained by the cases cited, as the counsel 
for the complainants understands them, I know of no principle 
upon which the complainants could be regarded as the legal 
representatives of the corporation. But as I regard the whole 
doctrine in relation to the right of legal representatives and 
assignees to use the trade-mark of the original proprietor, without 
qualification, as vicious and contrary to equitable principles, I 
could in no event sanction the doctrine until it is authoritatively 
announced by the court of last resort. I do not deny that the 
right to use the trade-mark of the original proprietor passes with 
the good-will by operation of law to the executor and to the 
assignee of a bankrupt, and that it may pass to an assignee by 
express agreement between the parties. But I insist that in such 
cases, in order to receive the aid of a court of equity, the parties 
must add to the original trade-mark words indicating the autho- 
rity for, and right to its use as executor, assignee, or successor 
of the original proprietor, as the case may be. In other words, 
assignees of trade-marks have no special privilege of sailing under 
false colors, and if they will persist in doing so, prudence would 
dictate that they give courts of equity a wide berth. 



